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REMARKS 

Claims 1-5 are pending. Claims 1-5 are rejected under 35 U.S.C § 103 as 
being unpatentable over Seal (4,049,309) in view of Murray et al (6,424,900). 

Claims 1-5 are rejected under 35 U.S.C § 103(a) as being unpatentable 
over Seal in view of Murray et al. A proper rejection under 35 U.S.C- § 103(a) requires 
that the Examiner establish prima facie obviousness. Claim 1 recites "a chassis having a 
by-wire braking system, a by-wire steering system, and a by-wire energy conversion 
system; and a body mounted to the chassis, the body forming a passenger compartment 
therein; . . . said body including a frontal impact energy dissipation compartment formed 
therein forward of the passenger compartment and filled with an energy absorption 
material to facilitate frontal impact energy absorption." 

The Examiner admits that "Seal fails to disclose a vehicle comprising a 
by-wire braking, a by-wire steering system and a by-wire energy conversion system are 
sufficiently packed within the chassis." The Examiner thus relies on Murray et al to 
provide a by-wire steering system, a by-wire braking system, and a by-wire energy 
conversion system. 

As recited in the MPEP, "[t]he examiner bears the initial burden of 
factually supporting any prima facie conclusion of obviousness. If the examiner does not 
produce a prima facie case, the applicant is under no obligation to submit evidence of 
nonobviousness." MPEP §2142. 

The Examiner is reminded that three basic criteria must be met to establish 
prima facie obviousness. MPEP §2143. First, there must be some suggestion or 
motivation to modify a reference or combine teachings. Id. Second, there must be 
reasonable expectation of success. Id. Third, the prior art reference or references must 
teach or suggest all the claim limitations. Id. 
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The rejection of claim 1 is improper because (1) the Examiner has not 
provided an adequate motivation or suggestion to combine the teachings of Murray et al 
with Seal, and thus the first criterion necessary to establish prima facie obviousness is not 
satisfied; and (2) the prior art references, i.e., Seal and Murray et al, do not teach or 
suggest all the claim limitations, and thus the third criterion necessary to establish prima 
facie obviousness is not satisfied. 

Regarding the lack of adequate motivation or suggestion to combine 
references, the Examiner states that "[i]t would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the vehicle of Seal by 
replaced [sic] his conventional steering, engine, and braking system by the multiple by- 
wire systems as taught by Murray in order to sufficiently reduce the gas mileage" 
(emphasis added). Applicants note that the Examiner likely intended to state "increase 
the gas mileage," since it is generally not desirable to reduce mileage. 

However, there is no teaching in the prior art cited or in the knowledge of 
those skilled in the ait that by- wire braking, by-wire steering, and by-wire energy 
conversion systems increase gas mileage. If the Examiner maintains the position that one 
of ordinary skill in the art would be motivated to combine the by-wire systems of Murray 
et al with the vehicle of Seal to increase gas mileage, Applicants request that the 
Examiner either provide technical reasoning why the by-wire systems of Murray et al 
would increase the gas mileage of the vehicle of Seal, or cite a reference indicating that 
the by-wire systems of Murray would increase the mileage of the vehicle of Seal. 

Regarding the third criterion for establishing prima facie obviousness, 
claim 1 recites a "by- wire energy conversion system." The Examiner states that "Murray 

et al teaches a vehicle having . . . energy conversion by-wire system " However, 

Murray et al only teaches a by-wire braking system and a by-wire steering system, and 
fails to disclose a by- wire energy conversion system, as recited by claim 1. Thus, the 
references cited do not teach or suggest all the limitations of claim 1. If the Examiner 
maintains the position that Murray discloses a by-wire energy conversion system, 
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Applicants request that the Examiner cite text from Murray teaching a by-wire energy 
conversion system. 



Accordingly, Applicants submit that the rejection of claim 1 is improper. 



Claims 2-5 ultimately depend from claim 1 and are therefore allowable for at least the 
same reasons that claim 1 is allowable. In light of the remarks, it is respectfully 
submitted that all claims are in condition for allowance, which action is requested. 

The undersigned attorney is acting in a representative capacity in this 
application under 37 C.F.R. § 1.34(a). If further proof of authority to act in a 
representative capacity is required in this application, please notify the undersigned via 
the correspondence address associated with this application. 



QUINN LAW GROUP, PLLC 

39555 Orchard Hills Place, Suite 245 
Novi, Michigan 48375 
Phone: 248-380-9300 
Fax: 248-380-8968 

On behalf of: 

Kathryn A. Marra 

GENERAL MOTORS CORPORATION 
Legal Staff Mail Code 482-C23-B21 
P.O. Box 300 

Detroit, Michigan 48265-3000 



Respectfully submitted 



CHRISTOPHER E. BORRONI-BIRD ET AL 




Robert C Corbett 
Reg. No. 51,089 
Attorney for Applicant 
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